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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandri, Virginia 22313-1451

OPPOSERS'RESPONSE TO APPLICANT'S MOTION FOR SUMMARY JUDGMENT
ON PRECLUSION

Pursuant to Fed. R. Civ. P. 56 and Trademark Rule 2.127@)fphsers Motorola
Mobility, Inc. and Motorola Trademark Holdings, LL(Collectively,“Motorola”) hereby
respond to Applicant Nextel Communications, Inc.’s (“Applicant” or “Nejteidtion for
summary judgmentn preclusior-

l. INTRODUCTION

Motorola and Nextel have cregsoved for summary judgment d¢ime claim preclusion

and issue preclusiagrourds pleaded in Motorola’s Notice of Opposition. Motorola’s position,

! Per the Board’s Order dated December 8, 2011 (Dkt. #8), Motorola has filed-anotass for
summary judgment on preclusion grounds (Dkt. #12).



as set forth in its epending summary judgment motion (Dkt. #12), is that the Board’s prior
precedential decisiosustaining Nextel's opposition to Motorola’s “Chirp Toneldemark
application onnvalidity grounds precludes Nextel's application to register the identlugh C
Tone as a service markSee Nextel v. Motorola, Opposition No. 91/164,338tel v.
Motorola”), published adNextel Communications, Inc. v. Motorola, el U.S.P.Q.2d 1393
(T.T.A.B. 2009) (precedential). In contrast, Nextel's position is that the |dextel v. Motorola
Chirp Toneholding is largely irrelevant to iShirp Toneapplicatior—notwithstandingthe
undisputednter-relatedness anaverlap between the parties’ goods and servibestel argues
that it is entitled t@ clean slate with respect to validity of the Chirp Tahespite the Board’s
holding—procuredy Nextelas the opposerthat theChirp Tone failed to function as a mark,
was not inherently distinctive, and had not acqudistinctivenessn connection with
Motorola’s communications goodsat interoperate with the Nextel service
Although Nextel argues that claim and issue preclusion do not apply as a matter of law

Nextel’'s summary judgment motion includes a critical admission that seals the fat€lufits
Tone applicationNextel admits thatertainservices within its Class 38 applicatiamgludingits
“two-way radio services utilize the Chirp Tonas an operational alert tomethe normal course
of the servicegDkt. #11,Nextel SJ Motion at-3, 8, 1 2-3, 5, 19.):

19. Nextel's Application encompasses services as to which the

sound is emitted in the normal course of providing them (such as

“push to talk” walkie-talkie canmunications services that

operate on the iDEN network) as well as services as to which the

Nextel Chirp is not emitted at all (such as position tracking data

transmission services)..

Id. at8, § 19. That admissi@viscerates any distinction Nextel seé#t draw between

“communications goods” verstisommunications servicedor validity and preclusion



purposes, anlrings Nextel's application squarely within tharameters of thextel v.
Motorola holding.

Nextel's admission that the Chirpoiie is an operational alert tone in connection with
several ofts appliedfor servicedarsNextel's application.The Board held in thprior
precedentiaNextel v. Motoroladecisionthat theChirp Tone cannot function as a méok goods
using the Chirp Tone as an operational alert tarteatholding is equally applicable téextel’s
interdependendervices that similarly use the Chirp Tone as an operational alert tone. (See
Section Ill. A. below.) Because the Chirp Tone fails to function as a mark in camedh
those applieder servicesregistrationrmust be denied as to the Class 38 services as a whole.
(See Section Ill. B. below.Yo the extent Nextel's Chirp Tone application survived\tagtel v.
Motorola alert tone preclusion baxextel’s operational alert tone admiss@isoconfirms that
theln re Vertexrule appliesbarringinherent distinctiveness for sounds emitted in the normal
course of operation. (See Section Ill. C. belos)a resultNextel would be required to prove
acquied distinctiveness. It cannot do so in light of concurrent use of the Chirfbyone
Motorola (and a third party), which the Board held to be “most damaging” to acquired
distinctivenessn the prior precedentidNextel v. Motorolalecision. (See Sectidh. D. below.)
The claims and issues before the Board in the present case have already betgafidtand
adjudicatedn the priorNextel v. Motorolapposition.

Nextel chose to oppose the Chirp Tone on invalidity grountlektel v. Motorola It
must now abide by the ruling it obtained. As explained herein, and in Motorola’shotissy
that holding precludes Nextel’'s application. Given the lagkeoiuine issues of material fact,

summary judgmenh Motorola’s favor—not Nextel’'s—is appropiate.



. FACTUAL BACKGROUND
A The Parties’ Interrelated Goods and Services
There is no dispute that Motorola manufactuwetular telephone handsessld to Nextel
and others that incorporate a walkakie (or two-way radio) function. (Dkt. #1(Nextel Am
Answer at I 4-5.) Further, there is no dispute that these handsets emit the Chirp Tone in the
course of operation. (ld.Most significantly,Nextel admits thaits appliedfor two-way radio
servicesand otheservices, utilize the Chirp Tone as amperational alert tone in the normal
course of the servicegld.)
B. Nextel's Statement of Facts
Nextel’'s summary judgment motion inclutla numbered list of uncontested facts
(repeated in italics below)Motorola’s response follows.
1. Applicant provide wireless communications servic€3ne of the services it
offers is "Direct Connect" twavay radio service provided to its subscriber customers over its
network, in part using equipment manufactured by OppsseQpp. at{ 5, and by other
manufacturers.
Motorola’s Response to Para. 1:
Admitted.
2. In connection with the operation of the Direct Connect service, the subscribers'
wireless devices emit a variety of operational alert tones to signal the user of vatatus
conditions ancevents.One such tone, which Applicant refers to as the "Nextel Chirp," and

which is emitted to signal the "talk permit" status of certainieay radio communications, is
the subject of this proceeding. See id[%4, 7.

Motorola’s Response to Para. 2:
Admitted.

3. Applicant seeks registration of the Nextel Chirp based on its use of that sound as
a sourcexdentifyingbrand for a range of services it offers, including not only services for which
the sound is an operational alert tone but also services in which the Nextel Chirp is not heard at
all (i.e., what Opposer calls "noiDEN" services, see ict I 33), and as a brand identifier for
Nextel services in gendraSee id. af 7.



Motorola’s Response to Para. 3:

Motorola admits that Nextel seeks registration of the Chimpe for services that utilize
the tone as an operational akeme, as well as other services indentified in the application at
issue(Ser. No. 78/575,442). Nextel's Chirp Tone service mark applicakipressly covers a
limited list of related communations servicesMotorola denies that application Ser. No.
78/575,44Zovers a brand identifier for Nextel services in generalfoll &ne of
communications servicess defined by T.M.E.P. 1402.03(c). (See Ser. No. 78/575,442.)

4. The NexteChirp has leen used by Nextat a brand in connection with

advertising "IDENbased" and "nofiDEN" service offerings since at least 19%eed. at |
15.

Motorola’s Response to Para. 4:

Motorola denies that Nextel has used the Chirp Tone “as a brand” in connection with
IDEN®-based and non-iDEN® services since 1997. Nextel has cited no evidence supporting
this allegation Its onlyrecordcitation is to Motorola’s Notice of Opposition at Para. 15, which
merely quotes a Declaration executed by a Nextel witsegdsubmitted to the U.S.P.T.do
that end, Motorola has pleaded fraud on the U.S.P.T.O. as a separate ground for ojmagsition
Nextel's statement® the Examining Attorney(SeeDkt. #1,Not. Of Opp.at 3335.)
Motorola’s quotation of Nextel’s declarants’ statements to the U.S.P.T.O. does rdtitoas
admission of the truth of those quoted statements. Nextel has not met its buastabloghing
these purported first use dates. Consequentheutentiaryburden has not shifted to Motorola
to show a genuine factual isstedating to first use datesl.B.M.P. § 528.01. Moreovdirst
use dates anmeotrelevantto the claim and issue preclusion grouatissue in the motion

5. During the application process, Nextel stated in a response tdfare @ction

that "the following services listed in the application involve emission of the soukd mar
identified in the instant application in the provision of such services:



Electronic, electric and digital transmission of voice, data,
pictures,music,video, and other electronic information via
wirelessnetworks; Tweway radio services; Electronic
transmission of voice, text, images, data, music and information by
means of two-way radios, mobile radios, cellular telephones,
digital cellular telephones, mobile telephones, handheld units,
namely, personal computers and digital assistants (PDAS),
dispatch radios, and pagers; Mobile telephone communication
services; Wireless datervices for mobile devices via a wireless
network for the purpose of sending and receiving electronic mail,
facsimiles, data, images, music, information, text, numeric
messaging and text messaging and for accessing a global
communications networl;elecommunication services, namely,
providing user access to telephone and Internegdwor wireless
networks for the transmission of voice, data, images, music or
video via acombination of persistent interconnection and instant
interconnection/instant interrupt technologies; and Wireless
communications services." See id. at { 12.

Motorola’s Response to Para. 5:

Motorola admits that Nextel made the quoted statements to the U.S.P.T.O. in connection
with its Chirp Tone application (Ser. No. 78/575,442), namely, that those services—including
“two-way radio services” and othersivolve emission of the [Chirp Tone] identified in the
instant application in the provision of such services.”

6. With respectto those services, Nextel stated that "applicant believes that the mark

has acquired distinctiveness with respect to the foregoing services, submits a meclarat

regarding the same, and seeks registration of those services pursuant to Section 2(f) of the
Trademark Act." Id.

Motorola’s Response to Para. 6:

Motorola admits that Nextel made the quoted statements to the U.S.P.T.O. in connection
with its Chirp Tone application (Ser. No. 78/575,442), namely,ttatight registration as to
those services-including “two-way radio services” and others—on acquired distinctiveness
grounds.

7. During prosecution, Nextel did not submit a claim that the Chirp Tone has
acquired distinctiveness in connection with the remaining services listed in itssdijgui]



namely "Paging services; Transmission of positioning, tracking, monitoring and security data
via wireless communications devices; Wireless internetsacaervices."ld. at{ 13.

Motorola’s Response to Para. 7:

Motorola admits thalexteldid notinitially submit a claim of acquired distinctivendss
the U.S.P.T.O. in connection with certain services identified in its Chirp Tone digpli3er.
No. 78/575,442). HoweveNextel has now claimed, at least in the alternative, acquired
distinctiveness as to all services in the application. (0, Bextel Amended Answer at Aff.
Def. 1.)

8. Applicant and Opposer have already litigated a substantial opposition proceeding
involving this same sounsdee idat 1 8-9, which resulted in the Board decisiorNextel v.
Motorola[n]. That proceeding involved Motorola's attempt to register the sound as a mark for
the wireless devices it manufactured and solddrtél. See id., 91 U.S.P.Q.2d at 1395.

Motorola argued that it had used the sound as a trademark because the sound was "affixed" to
its goods upon sale, and because it was audible as part of Motorola's demonstration of the
operation of its goods at trade shows and as part of depictions of their operation in product
placements and in Motorola's advertising. See id. at 1404-1406. The Board held, however, that
with respect to the applied-for goods, the chirp sound was an operational alert tone that could
not be considered inherently distinctive, and Motorola's "use" of the tone in merely
demonstrating or depicting the operation of the product did not result in acquired

distinctiveness of the chirp sound as a trademark for Motorola's products. Id. at 1401, 1403-
1405.

Motorola’s Response to Para. 8:

Admitted, in part.Regarding evidencé/otorola presented additional advertising
evidence to the Board, including but not limited toop®rative advertising by the parties.
Nexte| 91 U.S.P.Q.2d at 1398 (dissursy ceop advertising evidenceRegarding the Board’s
holding, the Board noted that the “most damagegdence defeatinlylotorola’s acquired
distinctiveness claim was the parties’ concurrent use of the Chirp TNee) 91 U.S.P.Q.2d at
1408.

9. Nextel,as Opposer in the prior proceeding, presented evidence showing that, by
contrast to Motorola, it had used the sound as a mark, in extensive national radio and television

advertising over many years, reinforcing the sound mark even in print advertising, for gxample
by touting Nextel services as "pretty chirping fast." Id. at 1398. Motorola argued that any
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trademark significance of the chirp sound garnered through Nextel's extensive aulyertisi
should accrue to its own benefit because of its purported partial funding of those advertisements
through a co-op credit program. Id. at 1406-1407.

Motorola’s Response to Para. 9:

Motorola admits that Nextel presented the identified evidence in theNmxel v.
Motorola opposition. Motorola admits that it peented evidence establishing that Nextel used
Motorola’s coeperativeadvertising funding in promoting its two-way radio communications
services.

10. TheBoard found, however, that Nextel's advertisements were "noticeably
different from [Motorola's] advertisements and product placements ... , inasmuch as ghis chir
played in a manner not necessarily associated with the normal operation” of the devices, but "is
either emitted gratuitously or as an audible prompt used to underscore points made by the
narrator” regarding features of the cellular telephone or associated services. Id. at TH87.
Board also found that "in all of [diktel' s] advertisements of record, the sotassociation
made with the chirp, if any, is with 'Nextél.Id. The Board found #t the television
commercials thus did not show "use of the chirp as a source-identifier for [Motorola's],§oods
and did not support Motorola's acquired distinctiveness assertahn.

Motorola’s Response to Para. 10:
Motorola admits thathe quoted pasgpesappear in th&lextel v. Motorolalecision.

11. Based on its review of the advertising evidence, the Board further observed that
the impression the spots created was that the advertiser was seeking "to assoclatg thighc
'‘Nextel," and that notwithstanding Nextel's sale of both goods and services, "to thehattant t
viewer of these advertisements would consider the chirp as a trademark, it is rlgrehbk
the viewer would associate the chirp with [Nextel's] services, rather tharofdats] cellular
telephones.” Id. at 1408. The Board concluded that because of the nature of the advertising,
"we cannot find that consumers would associate the chirp with [Motorola's] cellular
telephones.” Id.

Motorola’s Response to Para. 11:
Motorola admits thathe quoted passages appear intlextel v. Motorolalecision.

12.  Nextel also presented a pair of consumer surveys, credited by the Board, that
showed that a substantial majority of respondents associated the chirp sound with a single
source of goods or services, and that 53 percent of all respondents associated that sound with
Nextel, compared with 1.5 percent for Motorola. Id. at 1402-1403. The Board concluded, that
"[iln sum, the Jacoby testimony and surveys do not support [Motorola's] claim that the chirp
has acquired distinctiveness for [Motorola's] cellular telephones.” Id. at 1403.

-8-



Motorola’s Response to Para. 12:
Motorola admits thathe quoted passages appear inlextel v. Motorolalecision.

13. Based on all the evidence before it, the Board held that the chirp "has not
acquired distinctiveness for [Motorol&'sellular telephones.” Id. at 1408.

Motorola’s Response to Para. 13:

Admitted.

14.  The Board was clear that it was not deciding whether the chirp had acquired
distinctiveness as a Nextel matk fact, the Board expressly stated that " ... we make no
finding herein that thehirp has acquired distinctiveness in connection with [Nextel's] services
(that issue is not before us)'). Id. at 1403. The Board reiterated this point, stating "Again,
we make no finding as to whether the chirp serves as a trademark for opposer's serfiges as t
issue is not currently before us. Rather, based on the use of the 'Nextel' name in the
advertisements, we cannot find that consumers would associate the chirp with [Motorola’s]
cellular telephones.” 1d. at 14Q8].

Motorola’s Response to Para. 14:

Motorola admits that thBextel v. Motorolalecisioncovered Motorola’s Chirp Tone
trademark application and that Nextel’s Chirp Tone service mark applicat®notaefore the
Board. Nextel's Chirp Tone service mark application (Ser. No. 78/575,442) was suspended by
the U.S.P.T.O. pending the outcome of Motorola’s prior-filed Chirp Tone trademark applicati
(See 78/575,442 Notice of Suspension dated February 28, 2@0t)ola admits thathe

guoted passages appear inhextel v. Motoroladecision.

15. TheBoard specifically acknowledged that Nextel's application had been
suspended pending the outcome of its opposition to Motorola's application. Id. at 1397-98.

Motorola’s Response to Para. 15:
Admitted.
16.  NonethelessMotorola asserts in its Notice of Opposition that the doctrines of

issue preclusion and claim preclusion operate as a bar to registration of Nextel's Chirp. Opp.
191 27-30.



Motorola’s Response to Para. 16:
Motorola admits that it asserts claim preclusion and issue preclusion as grmunds f
opposing Nextel's Chirp Tone service mark application.

17. Regarding issue preclusion, Motorola asserts that that the issues that are
identical between the prior peeedingand this one are "whether the Chirp Tone is distinctive
and functions as a mark," which Motorola also refers to as the "issues of distinctiveness and
trademark use." See id. &t 28(a), (c). Motorola further asserts that the Board necessarily
determined in the prior proceeding "that the Chirp Tone was non-distinctive and did not
function as a mark," and that Applicant is therefore precluded from proving that the mark "is
distinctive and registrable on the Principal Register" here. See Kf] 28( c), (d).

Motorola’s Response to Para. 17:
Motorola admits that the quoted passages appear in its Notice of Opposition.

18. Regardingclaim preclusion, Motorola asserts that "the second claim”
(apparently Nextel's registration application here) is based on the same set of tramelacti
facts as "the first" (apparently its opposition in thextel v.Motorola case), stating that

"The identical Chirp Tone is at issue in both proceedings. The
proceedings involve the same issues and the same set of
transactional facts, namely, whether the Chirp Tone that is emitted
by Motorola's IDEN® handsets during the course of Nextel's
applied-for commuigiations services is distinctiand functions as

a mark that is registrable on the Principal Register. Due to the
relatedness between the iDEN® handsets and the iDEN®-based
communications services, there is no distinguishable difference
between Motorola's use of the Chirp Tone in connection with the
goods at issue in the prior proceeding and Nextel's use of the
Chirp Tone in connection with the appliéat-services." See Opp.

at 1 29(c).

Motorola’s Response to Para. 18:

Motorola admits that the quoted passages appear in its Notice of Opposition.

19. Nextel's Application encompasses services as to which the sound is emitted in the
normal course of providing them (such as "push to talk" watdlee communications services
that operate on the iDEN network) as well as services as to which the Nextel Chirp is not
emitted at all (such as position tracking data transmission cesyiSee id. at { 7.

Motorola’s Response to Para. 19:

Admitted.

-10-



20. Opposerassertghat as of the February 25, 2005 filing date of Nextel's
application:

Nextel had not made service mark use of the Chirp Tone in
connection with any services other than, at most, two-way radio
services offered via Motorola's, or its licensee's, iIDEN handsets
and IDEN infrastructure. Thus, the only services Nextel could
conceivably claim in the Chirp Tone service mark application as of
the filing date were those describing tway radio services,
namely: "electronic and digital transmission of voice via wireless
networks; tweway radio services; electronic transmission of voice
by means of two-way radios, mobile radios; wireless
communications services." See id. at 1 31.

Motorola’s Response to Para. 20:

Motorola admits that the quoted passages appear in its Notice of Opposition.

21. Opposerassertghat, as a result, "the application is void ab initio as to the
remaining services identified in the Chirp Tone service mark application.” Sedfid2at

Motorola’s Response to Para. 21.:

Motorola admits that the quoted passages appear in its Notice of Opposition.

22.  Contrary to Motorola's assertion in its opposition, Nextel's Application was based
upon use in commerce as of the February 25, 2005 filing date of the applicagen.
Application Serial No. 78/575,442.

Motorola’s Response to Para. 22:

Motorola admits that Nextel filed its Chirp Tone application on February 25, 2005.

II. THE NEXTEL v. MOTOROLADECISION IS PRECLUSIVE

Motorola’s claim and issue preclusion grounds for opposition are based on the Board’s
precedential holding iNextel v. Motorolapublished adlextel Communications, Inc. v.
Motorola, Inc, 91 U.S.P.Q.2d 1393 (T.T.A.B. 2009) (precedentidhere were three preclusive
holdings in that decision: (1) the Chirp Tone failed to function as a mark in connection with

“two-way radios”; (2) the Chirp Tone is not inherently distinctive; and (3) the Chirp fase
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not acquired distinctiveness. Those holdings, in combinatitnNextel’s admissions that the
Chirp Tone is an operational alert tone in connection with several of Nextelisd{upl
services, preclude Nextel’s application.

A. The Chirp Tone Fails to Function as a Markin Connection With Goods or
Services That Utilize the Chirp Tone as an Operational Alert Tone

In Nextel vMotorola, theBoard held that the Chirp Tone failed to function as a
trademark in connection with “two-way radiosThe Board baseitls holding on issue
preclusion ground$finding thatthe isse of whether the Chirp Tone functioned as a maals
actually decided in a prior proceeding between Nextel and Motolchlat 1399.

That prior proceeding was an opposition filed by Nextel against Motorola’s afiptico
register a similar “chirp” souhmark broadcast at a lower 911 Hz pitch (Ser. No. 78/235,618)
(hereafter, the “911 Hz Chirp”). In that first opposition (Opp. No. 91/161,817), the Board held
that Motorola’s 911 Hz Chirp failed to function as a mark in connection with two-way radios.
Id. at 1399(citing and summarizing th@l1 Hz Chirp decision). The Board arrived at its holding
in the 911 Hz Chirp opposition based on evidence establishing that the 911 Hz Chirp served “as
an operational alert signal denoting the availability of a camoations channel.ld. at 1398
(quoting Nextel's brief and the 911 Hz Chirp decision). ConsequeniNextel v. Motorolathe
Board held that Motorola’s application to register the 1800 Hz Chirp Tone in connection with
two-way radios was barred under the doctrine of issue preclukloat 1399 (“Thus, the
Board’s 911 Hz decision finding that [Motorola’s] 911 Hz chirp failed to function agla ona
[Motorola’s] two-way radios does have a preclusive effect inasmuch as theasipplibefore us

now includes twoway radios.”)

2 Although Nextel did not plead it iits Nextel v. MotorolaAmended Notice of Opposition, the Board
deemed the pleadings to be amended to include issue preclusion as a groupasitionpNexte| 91
U.S.P.Q.2d at 1399.

-12-



Taken together, tlsedecisions holdhat the “chirp” tones-the911 Hz Chirp and the
presen{1800 Hz)Chirp Tone—fail to function as a mark in connection with two-way radios
because the “chirp’s “an operational alertignal denoting the availability of a communication
channel.” Nexte] 91 U.S.P.Q.2d at 1398 hese decisions are preclusive against Nextel's
application to register the identical Chirp Tone in connection with its inextricelalied
communications seras.

As noted in Motorola’s co-pending summary judgment motion, Nextel chose to oppose
Motorola’s Chirp Tone application (and the prior 911 Hz Chirp) on invalidity grouhasust
now live with the consequencestbat decision. At Nextel’'s urginghe Board held that the
Chirp Tone—which Nextel now seeks to register as a service sdil not function as a mark
in connection with twaway radios because it was merely an operationaltaleet Nexte] 91
U.S.P.Q.2dt 1398-1399 (applying issue preclusion based on prior 911 Hz Chirp decigisn).
described below, that holding also dooms Nextel's Chirp Tone application

Nextel's summary judgment motion includes the following admissioits “Statement
of Undisputed Facts”:

In connection with the opeation of the Direct Connectservice,

the subscribers’ wireless devices emit a variety of operational
alert tones to signal the user of various status conditions and
events. One such tone, which [Nextel] refers to as the “Nextel
Chirp,” and which is emited to signal the “talk permit” status of
certain tweway radio communications, is the subject of this
proceeding... (Dkt. #11, Nextel Summary Judgment Mot. at 3,
2)

[Nextel] seeks registration of the Nextel Chirp based on its use of
that sound as aaurce-identifying brand for a range of services it

offers, including not only services for which the sound is an
operational alert tone but alseervices in which the Nextel Chirp

% Nextel defined “Direct Connect” as a “twaay radio service provided to its subscriber customers over
its network, in part using equipment manufactured by [Motorola] ... and by otherawctumefs.” (Dkt.
#11, Nextel Summary Judgment Mot. at 3, 1 1.)

-13-



is not heard at all (i.e., what [Motorola] calls “nohBDEN”
services...), andas a brand identifier for Nextel services in
general.... (Dkt. #11, Nextel Summary Judgment Mot. at 3, 1 3.)
During the application process, Nextel stated in a response to an
Office Action that "the following services listed in the application
involve enission of the sound mark identified in the instant
application in the provision of such services: Two-way radio
services....” (Dkt. #11, Nextel Summary Judgment Mot. at 3-4,
5)

Nextel's Application encompasses services as to which the sound
is emittal in the normal course of providing them (such as “push
to talk” walkie-talkie communications services that operate on
the iDEN network) as well as services as to which the Nextel
Chirp is not emitted at all (such as position tracking data
transmission serices).... (Dkt. #11, Nextel Summary Judgment
Mot. at 8, 1 19.)

As Nextel concedes in the abegaoted paragraphs, the Chirp Tone is not only an
“operational alert tone” in connection with Motorolagpliedfor goodsit is an “operational
alert ton€ in connection with at least some dfextel’s appliedfor services (Dkt. #11, Nextel
Summary Judgment Mot. at43 8,11 23, 5, 19) As a result, Nextel's Chirp Tone application is
precluded by the Board’s prior “chirp” sound mark holdibgsause it includes “twavay radio
services” and other services thaeise Chirp Tone as an operatioakdrt tone. Nextel’s
express admission that the Chirp Tone functions as an operational alert tone iti@onvidt
its appliedfor two-way radio serviceg@nd othes) confirms that those services are similarly
precludedoy the Board’s prior “chirp” sound mark decisions. There is no justific&bion
treating them differentheparticularly considering that Motorola’s goods and Nextel’s services
are interdependentperaing together to permit the consumeitve a tweway radio
conversation.Nexte] 91 U.S.P.Q.2d at 1397 (“One of #srvices, which [Nextel] calfDirect

Connect,” allows subscribers to connect directly with each other using [Mogjriad& N-

equipped cellular telephone handsets.”).
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As a resulbf Nextel’'s admissiondMotorola is entitled to summary judgment on
preclusion grounds as to the Classs88rices that utilize the Chirp Tone as an operational alert
tone. Nextel identified those serviceshich “involve emission of the sound mark identified in
the instant applicatiofChirp Tone] in the provision of such services,'Para. 5 of its Statement
of Undisputed Facts (Dkt. #11 at 3-4, {1 5)

Electronic, electric and digital transmission of voidata, pictures,
music, video, and other electronic information via wireless
networks; Tweway radio services; Electronic transmission of
voice, text, images, data, music and information by means of two
way radios, mobile radioscellular telephones, digil cellular
telephones, mobile telephones, handheld units, namely, personal
computers and digital assistants (PDAs), dispatch radios, and
pagers; Mobile telephone communication services; Wireless data
services for mobile devices via a wireless networkitier purpose

of sending and receiving electronic mail, facsimiles, data, images,
music, information, text, numeric messaging and text messaging
and for accessing a global communications network;
Telecommunication services, namely, providing user access to
telephone and Internet wired or wireless networks for the
transmission of voice, data, images, music or video via a
combination of persistent interconnection and instant
interconnection/instant interrupt technologies; and Wireless
communications services.

B. Nextel's Admission that the Chirp Tone is an Operational Alert Tonas
Preclusive Against its Application in its Entirety

Nextel's admission that the Chirp Tone is an operatialert tone for these Class 38
communication services should bar its Chirp Tapplication in its entiretylt is well-settled
that a finding of unregistrability as to one item in a class necessitates reftsdha entire
class.SeeElectro-Coatings, Inc. v. Precision National Corporatjd04 U.S.P.Q. 410, 420
(T.T.A.B. 1979). The Board has noted thatlass must stand or fall together:

The rationale for the proposition that an application stands or falls
and that the Board should not make distinctions between specific
goods or services identified in one application (or dasscof a

multiple class application) seems to be that, on appeal or in an inter
partes proceeding, we are adjudicating the registrability of the
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mark for the goods or services presented by the applicant. It is not
for the Board to enter what is in effect an ex parte amendment to
the application in order to salvage what may appear to be
redeemable while discarding the other goods or services. The
applicant must state what is desired, and on that application, either
all will be granted or nothingThe same ationale applies to an
appeal or to an opposition (or cancellation) predicated on any of
the statutory grounds available to a plaintiff.

Id. at 420-21 (emphasis added).

Indeed, the Board has applied this principle in a variety of opposition and cancelation
proceedings. For example, the Board held that a finding of descriptivertessnasitem in a
goods or services descriptioras sufficient to properly refuse the entire class of goods or
servicesIn re Analog Devices, In6 U.S.P.Q.2d 1808, 1810 (T.T.A.B. 198&)is a “well
settled legal principle, without the need to cite precedent...that registration shoafddsal if
the mark is descriptive of any of the goods or services for which registrasonght.” Electro-
Coatings, Inc.204 U.S.P.Q. at 420 (citing re American Society of Clinical Pathologists, Inc.
169 U.S.P.Q. 800 (C.C.P.A. 1971)

In the analogous likelihood of confusion context, the Board hagineia is “sufficient
if likelihood of confusion is found with respect to usehe mark on any item within the
description of goods in the application or registratidtteWlettPackard Development Co. v.
Vudu, Inc, 92 U.S.P.Q.2d 1630, 1634 n.4 (T.T.A.B. 2009). Once likelihood of confusion is
found as to one item in a class, an opposition as to the entire class should be sustained.
Compagnie Gervais Danone v. Precision Formulations l8TU.S.P.Q.2d 1251, 1256 n.5
(T.T.A.B. 2009).

Accordingly, Nextel’'s admission that the Chirp Tone is an operational atertas to
two-way radioservices—and other appliedar services—should trigger preclusioagainsthe

Class as a wholeAlthough the Board declined to apply preclusion against the class as a whole
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in the priorNextel v. Motorolalecision, that decision stands as an exceptitimetovellsettled

rule that a Class should be considered in its entidetyact, he Board acknowledged that it was
departing from the general ruleNextel v. Motorola “Normally, when an opposition is
sustained with respect to certain goods or ses/for which registration is sought, it is generally
proper to sustain the opposition with respect to the entire class of goods or seiNeds| 91
U.S.P.Q.2d at 1399 n.13t appears that the Board’s reluctance to apply the general rule was
basedn large part on the fact that claim and issue preclusion were not pleaded as §pounds
opposition, and that the preclusive decision (911 Hz Clagstbn) was “relatively recent.”

Nexte] 91 U.S.P.Q.2d at 1398N\either issue nor claim preclusion was pleaded by [Nextel] as a
ground in this proceeding, nor is there a pending motion to amend the pleadings in light of the
Board'’s relatively recent decision in the 911 Hz caseé¢ also idat 1399 n.13 (“Moreover,
because issue preclusion was not brought up until the briefing, and the partigs/eeathe
telephones as presenting a separate and distinct issue, we will not allate theskertion of issue
preclusion to cause the whole class to failif)contrast, Motorola has expressly pleadedtlai
and issue preclusion in its Notice of Opposition, and the preciigxeel v. Motoroladecision

is nearly three years ald’hereis no issue as to unfair surprise in the present case. Motorola
respectfully submits that the pribiextel v. Motoroladedsion precludes Nextel's entire Class 38
applicatior—not merely the “operational alert tone” services

C. The Chirp Tone is not Inherently Distinctive (In re Vertex

If the Board declines to apply “operational alert tone” preclusion agdadel's Class
38 Chirp Tone application in its entirety, Nextel must prove that the Chirp Tone is eithe

inherently distinctive or has acquired distinctiveness in connection with thenieghaervices.
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However, the Board'slextel v. Motorolaholding with respect to “cellular telephones”
preclusive as teither form of distinctiveness.

The Boardhas alreadyeld that the Chirp Tonis not inherently distinctivén connection
with communications goodf\exte] 91 U.S.P.Q.2d at 1408. It held that the Chirp Tone was not
inherently distinctive because “cellular telephones, including those made byrflégthat emit
the chirp, fall into the category of goods that make sound in their normal course ofoogerat
Nexte] 91 U.S.P.Q.2d at 1400. As a result, “[Motorola’s] chirp, used in connection with cellular
telephones, falls into the category of sounds that cannot be inherently distinctivayaadiyn
be registered upon a showing of acquired distinctivenddsdt 140001 (citingIn re Vertex
GroupLLC, 89 U.S.P.Q.2d 1694, 1700 (T.T.A.B. 2009)hat same rationale is applicable to
Nextel's appliedfor communications services.

In the present case, Nextel has admitted that the Chirp Tone is emitted in the norma
course of its services. (Dkt. #10, Nextel Answer J114°) Given thenseparableelationship
between Motorola’s IDEN® Goods and Nextélrect Connect” IDEN® services, the re
Vertexrule as applied to inherent distinctiveness for Motorola’s cellular telephamgsaio
apply to Nextel's servicesNotably, the Examining Attorney assigned to Nextel's Chirp Tone
application held that it did.SgeOffice Action dated October 29, 2009 (“[t]he applicant [Nextel]
is cautioned that, for the services that involve sound, the applicant [Nextel] edltoe

demonstrate acquired distinctiveness. In other words, where the sound is emitedrdirtary

* The Board declined to apply issue preclusion against the “cellusmhimhes” identified in Motorola’s
Chirp Tone trademark applicatiolexte] 91 U.S.P.Q.2d at 1399. See discussion at Section Ill. B.
above.

® “[Nextel] admits that iDEN handsets provided by Nextel to its custefioe use in connection with its
services emit the Chirp Tone when the user presses thé@tak button and the network locates an
open and available channel for communication.” (Dkt. #10, Nextel Answer  4.)

&« .. [Nextel] admits that among other uses, the Chirp Tone can be used intcamméih
communications services that utilize the Chirp Tone as an operatlertaione.” (Dkt. #10, Nextel
Answer § 17.)
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course of the services, the applicant [Nextel] will have to demonstrate tisaihoers recognize
the sound as a trademark”).) The Boafhdéxtel v. Motoroldholding that the Chirp Tone was
not inherently distinctive based on timere Vertexrule precludes Nextel's inherent
distinctiveness claim.

Nextel argues that tHa re Vertexdecision is inapplicable becauséwolved goods, not
services. Howevetheln re Vertexrationale is applicable to the present applicatwinich
involves communicationservices inextricalyltied to thepreviouslyadjudicatedchirping”
goods. See NexteP1 U.S.P.Q.2d at 1397ir(ding that Nextel's'Direct Connecttwo-way radio
service ‘allows subscribers to connect directly with each other using [Motorola’s{{DE
equipped cellular telephone handsgtsTheln re Vertexpanelnoted that, like color and
product desigitrade dress, “certain types” of sound marks requiteoamg ofacquired
distinctiveness.In re Vertex89 U.S.P.Q.2d at 1700. Those include sound marks used in
connection with products that emit the sound “in their normal course of operdliiont’is
undisputed that the Chirp Tone is emitéexdan oprational alert tona the normal course of at
least some of Nextel's appliddr services. (Dkt. #1,INextel Summary Judgment Mot.34,
8,11 23, 5, 19.) Thus, Nextel's Class 38 communications servieasitnout doubt the type of
services that eithe sound “in the normal course of operatiom’re Vertex89 U.S.P.Q.2d at
170Q As a result, Nextel's attempt to distinguisihre Vertexis unavailing. The Chirp Tone
cannot be deemed inherently distinctive for Nextel's apgbed@ommunicatios services. The
Board’sNextel v. Motorolaholding that the Chirp Tone is not inherently distinctive basdd on
re Vertexis preclusive. Consequently, to the extent its Chirp Tone application survives the

operational alert tone preclusion describedent®nlll. A. above {.e., for any applieegor
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servicenot utilizing the Chirp Tone as an operational alert toNextelmustestablish acquired
distinctiveness.

D. The Chirp Tone has not Acquired DistinctivenesgConcurrent Uses)

In Nextel v. Motorolathe Board held that the “most damaging” evidence with respect to

acquired distinctiveness was thapplicant Motorola’s non-exclusive use of the Chirp Tone:
What is perhaps the most damaging to applicant’s [Motorola’s]
case for acquired distinctivenesghat the record establishes that
opposer [Nextel] has been extensively using the chirp in
advertisements in connection with its services for a number of
years. And, ‘[ijn most oppositions to registrations under Section
2(f), prevailing opposers have peesed some evidence that the
mark has not acquired distinctiveness, such as others’ use of the
proposed mark or similar marks.’ [Citations omitted.] Here,
opposer [Nextel] has demonstrated that it has used the
chirp in connection with its services for promotional purposes
nearly as long as applicant [Motorola].

Nexte] 91 U.S.P.Q.2d at 1408.

Just as Nextel's concurrent use of the Chirp Tone in connection with its communications
services rendered Motorola’s use of the Chirp Tonesutrstantiallyexclusive inNextel v.
Motorola, Motorola’s use of the Chirp Tone in connection with its related goods renders
Nextel’'s use norsubstantiallyexclusive in the present cas€here is no dispute that both
Motorola and Nextel concurrently use the Chirp ToNexte] 91 U.S.P.Q.2d at 1408. Although
Nextel may argue that Motorola’s Chirp Tone use is irrelevant because ibivdsemed
registrable trademark use, such an argument would be contrary testedlished case law.
Even “nontrademark” use defeats ath of substantially exclusive us&eel5 U.S.C. 8
1052(f); Flowers Indus., Incv. Interstate Brands Corpb U.S.P.Q.2d 1580, 1589 (T.T.A.B.
1987) (holding “descriptive” uses relevant to Section 2(f) analysis). MoreoegteNadmitted

that its competor Southern Communications uses the Chirp Tone in connection with its

competing services in a limited geographic area. (Dkt. #10, Nextel Answer  5.)
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Surprisingly, Nextel's summary judgment motion makes no mention of this “most
damaging’concurrent usevidence. The Board’s holding that the parties’ concurrent use of the
Chirp Tone was the most damaging evidence against Motorola’s acquired distiessivtaim
is equally applicable to Nextel's acquired distinctiveness cldiime Board held that Motola@'s
use of the Chirp Tone was not substantially exclusivight of Nextel's concurrent uselNexte|
91 U.S.P.Q.2d at 1408y that same rationale, Nextel's usiethe Chirp Tone is not
substantially exclusive in light of Motorola’s usAs a resultthe priorNextel v. Motorola

holding precludes Nextel’scquired distinctiveness claim.

V. THE PRIOR NEXTEL v. MOTOROLADECISION IS PRECLUSIVE AGAINST
NEXTEL'S CHIRP TONE APPLICATION

Motorola’s copending crossnotion for summary on preclusion grounds aggblihe
various claim preclusion and issue preclusion factors to the present case. (DkEctlBe
reasons set forth in that motion, Motorola respectfully submits that under eithémeloct
Motorola is entitled to summary judgment on preclusion grounds. Nextel does not dispute that
there are no genuine issues of material faecluding summary judgmeniextel only disputes
whether the doctrines bar its subsequent Chirp Tone applicdNiextel’s position is that the
doctrines are not applicable to its Chirp Tone application, and that as a result,iiked tnt
summary judgment. Both parties agree ttaim and issue preclusion are ripe for adjudication
on summary judgment.

In direct contrast to its prior position Mextel v. Motorolaupheld by the Board, Nextel
seeks to rditigate theseclaims andssuedo establish that: (1) the Chirp Tone functions as a
mark; (2) is inherently distinctive; (3) has acquired distinctiveness, atttnsiely registrable

on the Principal Register. However, Nextel is bound by the Neatel v. Motorolalecision it
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obtained in 2009 and is now precluded from relitigating tisasee claims andsues in this
proceeding.

“Summary judgment is an appropriate method of disposing of a case in which there is
genuine dispute as to any material fact, thus leaving the case to be resolveattas of taw.”
Mattel, Inc. v. The Brainy Baby Co., LL001 U.S.P.Q.2d 1140, 1142 (T.T.A.B. 2011)
(precedentigl Summary judgment is appropriate in preclusion caSege.g, Zoba Int’l Corp.

v. DVD Format/LOGO Licensing Cor®8 U.S.P.Q.2d 1106, 1108-09 (T.T.A.B. 2011)
(precedentialjclaim preclusioy DaimlerChrysler Corp. v. Maydal86 U.S.P.Q.2d 1945, 1949-
50 (T.T.A.B. 2008)precedentialfissue preclusion). For the reasons set forth in its cross-
motion, Motorola respectfully submits that it is entitled to summary judgment on claimsaed is
preclusion grounds.

V. CONCLUSION

Motorola respectfully requests the Board(th deny Nextel's motion for summary
judgment on claim and issue preclusion; and (2) grant Motorola’s cross-motion. ThehBsar
alreadyheld thatthe Chirp Tone does not function as a mark where it is used as an operational
alert tone. It has further held that the Chirp Tone cannot be deengedntii distinctive where
it is emittedin the normal course of operation. Moreover, it has held that the Chirp Tone has not
acquired distinctiveness due to concurrent use. Consequdotlyrola is entitled to judgment

in its favor on all Class 38 services identified in Nextel's Chirp Tone servideapalication
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based on the Board’s precedential rulingNextel v. Motorolanvolving the same parties and the
identical Chirp Tone mark.

Respectfully submitted,
Dated: March12, 2012 WINSTON & STRAWN LLP

By: /s/Thomas M. Williams
Thomas M. Williams
Sara Skinner Chubb
35 West Wacker Drive
Chicago, IL 60601
Telephone (312) 558-3792
Facsimile (312) 558-5700
tmwilliams@winston.com
schubb@winston.com
Attorneys for Opposers
Motorola Mobility, Inc. and Motorola
Trademark Holdings, LLC
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